United States Patent and Trademark Offcce 



(JNITED STA I KS DEPARrMENT OK C;OIVIME«CE 
t'uited States Patent and 'I'rficfenijirk Oftice 

Addnsfr: COMMJSSfONER FOR PATifNTS 
P.O. Bfit 1450 

AUxanchia, Vimiiiia 2231 3- M50 



FtLIMCi DATE 



Film NAMED INVENTOR 



ATTORNEY D(XKET NO. 



CONKJRMATION NO. 



09/806.«24 



0656-0248? 



7746 



22»)2 7SW uvnrum 

BIRCH STEWART KOLASCH & BIRCH 
PO BOX 747 

FALLS CHURCH, VA 22040-0747 



EXANKKBR 



MAKf, STEVEN D 



ART UNJT 



PAPER NUMBER 



1733 

DATE MAILED: 10/13/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

09/806,824 


Applicant(s) ' 

GERRESHEIM ET AL 


Examiner 

Steven D. Maki 


Art Unit 

1733 
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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under tfie provisions of 37 CFR 1 .136(a)- In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing dale of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

^)M Responsive to communication(s) filed on 23 July 2004 . 
2a)|3 This action is FINAL. 2b)\Z\ This action is non-final, 

3) 0 Since this application is in condition for allowance except for fomnal nnatters, prosecution as to the merits is 

closed in accordance with the practice under Ex pa/te Quay/e, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Clainn(s) 1,5-14 and 16-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 5 and 17-25 is/are allowed. 

6) 13 Claim(s) t 6-14 and 16 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 23 July 2004 is/are: a)l3 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action orfomn PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(0. 
a)n All b)n Some * c)\J None of: 

1 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. _^ . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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1 ) The drawings are objected to because: 

In figure 2 in drawing sheet 1 filed 7-23-04, the tip of left arrow for indicating 
distance t should be at the y axis (instead of at the vertical line extending through point 
5) and the tip of the right arrow for indicating distance x should be at the vertical line 
extending from the intersection of the tangent at t=0 and y=a+b (see indication of 
distance t in figure 3). 

A proposed drawing correction or corrected drawings are required in reply to the Office 
action to avoid abandonment of the application. The objection to the drawings will not 
be held in abeyance. 

2) The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3) The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this. Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4) Claims 1 , 6, 9, 10 and 16 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Hanya (US 5450885). 

Hanya discloses a pneumatic tire having a tread comprising blocks defined by 
circumferential grooves G and axial grooves 20. Hanya teaches forming the cross 
sectional shape of the circumferential grooves such that each groove has an outer 
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convexly curved portion 6 extending from point B1 to point B2 and an inner concavely 
curved portion 7 extending from point B2 to point 83. Point 82 is an inflection point at 
which the curve changes from convex to concave. The convex curve may intersect the 
tread surface so as to define an intersecting angle or may be smoothly connected to the 
tread surface. Hence, the groove has a continuously curved S-shape. Hanya explains 
that this cross section shape reduces noise without sacrificing wet performances. 
Hanya discloses that each curve may be defined by a single radius, an involute curve or 
a curve part of an ellipse. See col. 5 lines 9-15. Hence, Hanya teaches a curved s- 
shaped groove wall defined by an "exponential function". At col. 5 lines 4-6, Hanya 
states "[i]n the axial grooves, the above explained cross sectional shapes for the main 
circumferential grooves G may be employed ...". 

In claims 1 , 6, 9, 10 and 16, the claimed tire is anticipated by Hanya's tire having 
axial grooves provided with the disclosed cross sectional shape. The clamed lowering 
reads on the "lowering" caused by the convexly curved portion of the s-shaped groove 
wall. The mere description of "exponential function y(t)" fails to define a curve not 
suggested by Hanya. 

5) Claims 1, 6, 9, 10 and 16 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Japan '304 (JP 6-166304) in view of Hanya. 

Japan '304 discloses a pneumatic tire having a tread comprising blocks defined 
by transverse grooves wherein the entry transverse edge of the block and the exit 
transverse edge of the block each has a lowered height T1 whereas the most protrudent 
point 8 of the block has a height T2 so that the tire has improved resistance to heel and 
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toe wear. Japan '304 does not recite forming the transverse grooves so as to have the 
claimed s-shape. 

As to claim 1 , it would have been obvious to one of ordinary skill in the art to 
shape the transverse grooves separating blocks such that "the contour of the tread 
block boundary surface extending from a start of the lowering up to the base of the 
groove extends in section planes parallel to the central plane of the tire in the form of an 
extended s-curve, and wherein the curvature of the s-curve continuously changes in 
accordance with an exponential function y(t) along an entire length of the s-curve" since 
Hanya suggests forming transverse grooves separating blocks such that each 
transverse groove has an upper convexly curved portion and a lower concave portion to 
reduce noise without sacrificing wet performance. 

As to claim 6, the application of the cross sectional shape of Hanya to the 
transverse grooves causes each the entry side and the exit side to have the s-shape. 

As to claims 9 and 10, the limitations of the claimed plateau would have been 
obvious in view of Japan '304's teaching to lower the block edges to height T1 to reduce 
heel and toe wear. Claims 9 and 10 fail to require a flat plateau. 

As to claim 16, the limitation of the turning point being in the lower third would 
have been obvious in view of Hanya's teaching to locate point B2 radially inward of a 
radial position corresponding to Vz of groove depth. 

6) Claims 7, 8 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japan '304 in view of Hanya as applied above and further in view of Remick (US 
5127455). 
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As to claims 7, 8 and 14, it would have been obvious to incline the side of Japan 
'304*s block at the trailing edge steeper than the side of the block at the leading edge 
since Remick suggests inclining the side of a block at the trailing edge steeper than the 
side of the block at the leading edge to improve wear / life of the tire. 

7) Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Japan 
'304 in view of Hanya as applied above and further in view of Masaoka (US 5690761 ). 

As to claim 1 1 , it would have been obvious to form the steepness of the entry 
side and exit side of Japan '304's block different over their width since Masaoka 
suggests lowering the shoulder side of the edge of the block more than the equatorial 
plane side of the edge so as to further Improve reduction in heel and toe wear. 

8) Claims 12 and 13 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Japan '304 in view of Hanya as applied above and further in view of Japan '907 
(JP 3-32907), Europe '557 (EP 367557) or Europe '125 (EP 591 125). 

As to claims 12 and 13, it would have been obvious to use the claimed different 
depths in the tire tread of Japan '304 in view of Japan '907's teaching to use different 
depths for transverse grooves to improve operational stability and secure drainabllity, 
Europe '125's teaching to use different depths of transverse grooves to compensate for 
material which flows into joints between mold segments or Europe '557's teaching to 
use different depths for transverse groves so that rigidity is made uniform when using 
pitches for reducing noise. 

Allowable Subject Matter 

9) Claims 5 and 1 7-25 are allowed. 
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35 use 102 rejections and thus cannot overcome a rejection so based. See MPEP 
2131 .04, page 21 00-77, Rev. 2,May 2004.. 

With respect to the 103 rejection using Japan '304 and Hanya, applicant argues 
that Hanya fails to disclose "tread blocks running into the tyre contact patch and 
extending at an angle to the central plane of the tyre are lowered over an entire length 
thereof with respect to the central plateau of the respective tread block". The examiner 
disagrees since, as noted above, Hanya discloses both grooves G and grooves 20 as 
having the disclosed S shape. See col. 5 lines 4-6. No unexpected results over Japan 
'304 or Hanya have been shown. 

1 1 ) THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

12) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Steven D. Maki whose telephone number is (571) 272- 
1221. The examiner can normally be reached on Mon. - Fri. 7:30 AM - 4:00 PM. 
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Remarks 

1 0) Applicant's arguments filed 7-23-04 have been fully considered but they are not 
persuasive. 

The replacement sheet filed 7-23-04, which has been received, removes some of 
the objections set forth in the last office action. However, the objection to figure 2 
relating to the arrow tips for indicating distance t has not been corrected. 

With respect to the 102 rejection over Hanya, applicant argues and the examiner 
agrees that the grooves G have the S shape as shown in figure 2. 

With respect to the 102 rejection over Hanya, applicant argues that there is no 
disclosure In Hanya indicating that grooves 20 include an S shape as would be required 
to meet claim 1 . The examiner disagrees. Hanya describes grooves 20 as being "axial 
grooves". See col. 3 line 3. At col. 5 lines 4-6, Hanya states "[i]n the axial grooves, the 
above explained cross sectional shapes for the main circumferential grooves G may be 
employed ...". This statement in Hanya means that the axial grooves may also have the 
S shape suggested for the grooves G. In other words, applicant's argument that 
grooves G have the S shape whereas grooves 20 do not have the S shape is incorrect 
because Hanya discloses both grooves G and grooves 20 as having the disclosed S 
shape. 

Applicant argues that the present invention reduces irregular wear in the form of 
heel and toe wear, rolling noise and rolling resistance whereas the groove cross section 
disclosed by Hanya is for reducing pumping noise. This argument is not persuasive 
since evidence of secondary considerations such as unexpected results is irrelevant to 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Blaine Copenheaver can be reached on (571) 272-1156. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Steven D. Maki 
October 8, 2004 
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